AUG. 2.2005 10:21AM PABST PATENT GROUP 



NO. 5049 P. 89/96 
EXHIBIT G 



. ratenis 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



RECEIVED 

c „ CENTRAL FAX CENTER 

Examiner. Hastings, K. 

. . m AUG 0 2 2005 

Ait Unit: 1303 



In re Application of: 
TAB JIN EOM ET AL. 
Serial No. 08/239,313 
Hied; May 6, 1994 

For: BIOLOGICAL DE-INKING 
METHOD 

DECLARATION Of MASAHT RQ SAMFTTMA UNDER 37 CFR 6 l.TWt 
MASAHIRO SAMEJIMA, PH.D., declares as follows: 

1. I earned a Ph.D. in Science of Forest Products in 1982. Subsequently I have 
conducted extensive research in the fields of microbiology and enzymology in bio degradation of 
wood components, especially lignin and cellulose. I am currently an Associate Professor in the 
Department of Forest Products at the University of Tokyo, Tokyo, Japan. Attached is a copy of 
my Curriculum Vitae. 

2. My declaration is based on my scientific experience and understanding of the 
subject matter as an expert in the art. I am a Japanese citizen and speak, read and write in the 
Japanese language. I also speak, read and write English fluently. 

3. I have read the Japanese Patent 63-59494 ('494 patent) in the Japanese language. 
In my expert opinion, the '494 patent, read in its entirety, teaches one of ordinary skill in the art 
only the use of cellulase, either concurrently or sequentially, with deinking chemicals. It is also my 
opinion that the '494 patent does not teach or even suggest to those skilled in the art the use of 
cellulase alone for deinking waste papers. 

4. I have read the Tae Jin Eom et al U.S. Patent Application Serial No. 08/239,313, 
(Eom patent application) and the Office Actions dated November 7, 1995 and January 4, 1995. It 
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is ray expert opinion that the interpretation of the '494 patent, made by the U,S, Patent Office, is 
incorrect in that the teaching of the *494 patent is mischaracterized by finding the T 494 patent 
teaches use of cellulase alone, in the absence of deinking chemicals, to deink waste paper. The 
citation of the '494 patent is inadequate because the Examiner did not seriously consider the 
differences between cellulase use under alkaline conditions and acidic conditions. The election of 
the pH range to be used in the deinking process creates significantly distinctive ways of deinking 
waste papers. The method taught by the '494 patent uses an alkaline resistant cellulase under 
alkaline conditions created by well known deinking chemicals. Hie alkaline resistant cellulase and 
the alkaline conditions for deinking taught by the *494 patent are very different from the deinking 
process claimed in the Eom patent application. The '494 patent does not provide a teaching or 
suggestion that enables one skilled in the art to practice the method taught in the Eom patent 
application. 

5. In summary, it is my expert opinion that the U.S. Patent Office has misinterpreted 
the '494 patent, and that at the time of the invention, the disclosure of the '494 patent taught the 
deinking of waste papers by the use of chemical deinking agents and cellulase, and did not teacher 
suggest the use of cellulase alone to deink waste papers. ' 

6. The undersigned declares that all statements made herein of his own knowledge are 
true and that all statements made on information and belief are believed to be true and further that 
these statements are made with the knowledge that willful false statements and the like are 
punishable by fine or imprisonment or both under IS U.S«C. § 1001, and that such willful false 
statements may jeopardise the validity of the above-referenced application or any patent issuing 
thereon. 

J&A Docket No. 20565-0110 




Masahiro Samejima, Ph.D. 




PAGE 11/17 * RCVD AT 8^2/2005 10:16:59 AM [Eastern DaylightTime] * SVR:USPTO-EFXRF-6/24* DNIS:2738300* CSID: * DURATION (mm-ss):11-08 

BMA1LABLE_C0PV 



AUG. 2. 2005«-10:22A^an PABST PATENT GROUP iggmsji ibc&) ao«An -^2/2 NO. 5049 P. 91/96 



CURRICULUM VTTAE (Docum£mctf at 29 February. 1996) 

Name: Masahiro Sa>™j ^m 
(Given name) (Family name) 

Age: 41 yeamoU Cbornatl3thMaich, 1954 in Tokyo. Japan) 

Nationality; Japanese 

Manulcttt&a: Married wiw four children 

Home addrtftac 3-15-12 Ami maehi. Machinal Tokyo 194 JAPAN 
CTcU 81^27-22^66) ^ ' 

Employment and position; Univeaity of Tokyo, Associate Professor 

Office addresa: J frnvcra ry of Tokyo. Frcrfty tfAsriimknre. 

Department of forest Products Science 
Bunkyo-ku, Tokyo 1 13, JAPAN 
(Jet 0*1*3-3812-211 1. ext. 3255) 

(Fuc 81-3^5684-0299) ."-w. > 

» '. * 

Education: B.Se. from UnrvciBrty ofTokyo. Department of Fbnst Product^ March, 1977 
M-A. from University ofTokyo, Department of Fore* Pkodncw. March, 1979 

C Il^° fI ?* D - tktai ? StutLe8 oafUvanoband related compound, from c^nifcroua 
bark) under BuperytiioD ctf"Pra£To[nocifca Ycohimoto. 

Position* held after graduation; 

April 1982 - Auguac 1983: Bostdoctoi^fdlow in University of Tokyo. 

Beparlmeiiiof rVrat Products 

September 19S3 -December 1983; Visum g acie^* », Ptolp&fcper Rr»airh Insdtiiie of Canada 

{under supervision pf Dr. Lnba Jarasek) 

December 1983 - October 1990. Auistant professorm the University ofTokyo. 

Dcpanmc^c^Foii^nodocm. 

October 1990 -July 1992; Vi^ugKriemiiainmeUm^^ : 

I>cpaitnftnt of Biochcmifltiy 
(under aapexvuion of Prof. Kaii-Eak L. Exikraon) 

July 1992- July 1995; Aaabi^ j^maorinlhe Umvermity ofToW 

Department of Forest Product! Science 

August 1995 - Present Associate professor in ibe University of Tokyo 

l>cpartmeiu of Forest Product* Science 



Dr. MASAHiRO SAMEJJMA 

ASSOCIATE PRCFBSSOR 

DEPT. OF FOREST PRODUCES SCIENCE 
FACULTY OF AGRICULTURE 
UNIVEHS1TT OP TOKYO 

l ei-$.9ce4-A£BB TOKYO 113. JAPam 

Ewil : m~ W © ta n«i,«.ii.wWic.J» 
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